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DETAILED ACTION 

Response to Amendment 

1 . Applicant's amendment was received on 3/22/04, and has been entered and made of 
record. Currently, claims 1-23, 25 and 26 are pending. 

Response to Arguments 

2. Applicant's arguments, see pages 7 and 8, filed 3/22/04, with respect to the rejection(s)of 
claims 1, 8, 13, 20, and 23 under 35 U.S.C. 102(e) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further consideration, 

a new ground(s) of rejection is made in view of Robertson et al. (U.S. Patent Number 6,507,410), 
which was cited in the Office action dated 1 1/18/03 under Pertinent Prior Art. 

Drawings 

3. The drawings were received on 3/22/04. These drawings are acceptable by the examiner. 

Election/Restrictions 

4. Newly submitted claims 25 and 26 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

Newly submitted independent claim 25 is a subcombination of the combination originally 
claimed in claims 1-23. 



Application/Control Number: 09/496,698 Page 3 

Art Unit: 2622 

Inventions in this relationship are distinct if it can be shown that (1) the combination as 
claimed does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In 
the instant case, the combination of originally filed claims 1-23, as claimed, does not require the 
particulars of the subcombination of newly filed claim 25, as claimed, because the printing 
system of claims 1-23 are drawn to translating web pages retrieved from a network, as well as 
inserting links into a document so as to retrieve a web page in response to the link. 

The newly submitted subcombination has separate utility such as a file directory 
management method, as claim 25 is drawn to an invention that obtains a list of URLs stored in a 
client machine, browses and retrieves a selected web page associated with a URL from the list of 
URLS, stores a translated web page into a temporary directory, further translates the stored web 
page into an image file, which is then stored in the temporary directory, imports the image file 
into a document, and then deletes the temporary directory by the client machine. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 25 and 26 are withdrawn from consideration as being 
directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1-23, are rejected under 35 U.S.C. 102(e) as being anticipated by Robertson et al 
(U.S. Patent Number 6,507,410, cited in the Office action dated 1 1/18/03 under Pertinent Prior 
Art). 

Regarding claim 1, Robertson discloses in a printing system (see abstract), a method for 
converting an existing page from a network into an image file suitable for assembly into a 
document generated by a document creation algorithm (see Fig. 2, column 4, lines 34 through 
57, and column 10, lines 7 through 53), the method comprising the steps of importing the 
existing page from the network into the printing system (column 4, lines 34 through 57, and 
column 10, lines 7 through 53), translating the existing page from the network into a page 
description language (PDL) file representative of the page (column 10, lines 54 through column 
11, line 55, and column 18, line 62 through column 19, line 3), and translating the PDL file into 
an image file representative of the page suitable for assembly into the document (column 18, line 
62 through column 19, line 37). 

Regarding claim 2, Robertson discloses the method discussed above in claim 1, and 
further teaches of the steps of launching a web browser, and retrieving the web page from the 
network (column 8, line 53 through column 9, line 40). 
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Regarding claim 3, Robertson discloses the method discussed above in claim 1, and 
further teaches of the step of importing the image file into the document (column 4, lines 34 
through 57, and column 10, lines 7 through 53). 

Regarding claim 4, Robertson discloses the method discussed above in claim 1, and 
further teaches of the step of integrating the image file into the document (column 10, lines 54 
through column 11, line 55, and column 18, line 62 through column 19, line 3). 

Regarding claim 5, Robertson discloses the method discussed above in claim 1, and 
further teaches of the steps of converting the image file into a page, and importing the page into 
the document generated by the document creation algorithm (column 10, lines 54 through 
column 11, line 55, and column 18, line 62 through column 19, line 3). 

Regarding claim 6, Robertson discloses the method discussed above in claim 1, and 
further teaches of the step of printing the image file with a printing module (see abstract, and 
column 6, line 26 through column 7, line 10). 

Regarding claim 7, Robertson discloses the method discussed above in claim 1, and 
teaches that the page is a web page (column 4, lines 34 through 57, and column 10, lines 7 
through 53), further comprising the steps of inserting a uniform resource locator (URL) into the 
document created by the document creation algorithm, the URL corresponding to the web page 
(column 4, lines 34 through 57, column 10, lines 7 through 53, and column 20, line 49 through 
column 21, line 61), and dynamically inserting the image file corresponding to the web page into 
the document (column 20, line 49 through column 21, line 61). 

Regarding claim 8, Robertson discloses a method suitable for use with a printing system 
(see abstract, column 7, lines 19 through column 8, line 15) for dynamically linking content 
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present in a page in a network with a document (column 9, lines 6 through 40), wherein the page 
is updated automatically without further user interaction, the method comprising the steps of 
inserting a link into the document (column 12, lines 24 through 55), the link corresponding to a 
page present in the network (column 5, line 55 through column 6, line 19), launching a browser 
in response to the link (column 15, line 51 through column 16, line 9), retrieving the page from 
the network (column 4, lines 34 through 57, and column 10, lines 7 through 53), and converting 
the page into an image file suitable for insertion into the document (column 10, lines 54 through 
column 1 1, line 55, and column 18, line 62 through column 19, line 37). 

Regarding claim 9, Robertson discloses the method discussed above in claim 8, and 
further teaches that the step of inserting a link comprises the step of inserting a uniform resource 
locator (URL) into the document (column 4, lines 34 through 57, column 10, lines 7 through 53, 
and column 20, line 49 through column 21, line 61), and wherein the step of launching comprises 
the step of launching a web browser, wherein the URL corresponds to a web page in the network 
(column 20, line 49 through column 21, line 61). 

Regarding claim 10 Robertson discloses the method discussed above in claim 8, and 
further teaches that the step of converting comprises the step directly inserting the image file into 
the document (column 4, lines 34 through 57, and column 10, lines 7 through 53). 

Regarding claim 11, Robertson discloses the method discussed above in claim 8, and 
further teaches that the page includes a web page and the browser includes a web browser 
(column 4, lines 34 through 57, and column 10, lines 7 through 53), further comprising the step 
of automatically, dynamically inserting the link into the document to dynamically retrieve 
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content associated with the web page for subsequent incorporation into the document (column 
15, line 51 through column 16, line 9). 

Regarding claim 12, Robertson discloses the method discussed above in claim 8, and 
further teaches of the step of repeating the steps of inserting, launching, retrieving, and 
converting as a function of the number of links inserted into the document (column 18, line 47 
through column 19, line 10). 

Regarding claim 13, Robertson discloses a printing system (see abstract, column 7, lines 
19 through column 8, line 15) for converting an existing page from a network into image data 
suitable for subsequent assembly into a document generated by a document creation algorithm 
(see Fig. 2, column 4, lines 34 through 57, and column 10, lines 7 through 53), the system 
comprising a browser for accessing the network and for retrieving and importing the existing 
page therefrom (column 4, lines 34 through 57, and column 10, lines 7 through 53), and a 
production facility for translating the page into an image file representative of the page and 
suitable for assembly into the document generated by the document creation algorithm (column 
10, lines 54 through column 11, line 55, and column 18, line 62 through column 19, line 37). 

Regarding claim 14, Robertson discloses the system discussed above in claim 13, and 
further teaches that the production facility comprises a first translator for translating the page into 
a page description language (PDL) file representative of the page (column 18, line 57 through 
column 19, line 18), and a second translator for translating the PDL file into an image file 
representative of the page (column 19, lines 19 through 37). 

Regarding claim 15, Robertson discloses the system discussed above in claim 13, and 
further teaches that the page includes a web page (column 4, lines 34 through 57, and column 10, 
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lines 7 through 53), and that the production facility comprises a link facility for inserting a 
uniform resource locator (URL) into a document created by the document creation algorithm 
(column 4, lines 34 through 57, column 10, lines 7 through 53, and column 20, line 49 through 
column 21, line 61), the URL corresponding to the web page (column 20, line 49 through 
column 21, line 61). 

Regarding claim 16, Robertson discloses the system discussed above in claim 13, and 
further teaches of means for importing the image file into the document (column 4, lines 34 
through 57, and column 10, lines 7 through 53). 

Regarding claim 17, Robertson discloses the system discussed above in claim 13, and 
further teaches of a printing module for printing the document (see abstract, and column 6, line 
26 through column 7, line 10). 

Regarding claim 18, Robertson discloses the system discussed above in claim 13, and 
further teaches that the page includes a web page (column 4, lines 34 through 57, and column 10, 
lines 7 through 53), further comprising a link facility for inserting a uniform resource locator 
(URL) into a document created by the document creation algorithm (column 4, lines 34 through 
57, column 10, lines 7 through 53, and column 20, line 49 through column 21, line 61), the URL 
corresponding to the web page (column 20, line 49 through column 21, line 61). 

Regarding claim 19, Robertson discloses the system discussed above in claim 17, and 
further teaches of means for dynamically inserting the image file into the document (column 10, 
lines 54 through column 11, line 55, and column 18, line 62 through column 19, line 3). 

Regarding claim 20, Robertson discloses a printing system (see abstract, column 7, lines 
19 through column 8, line 15) for dynamically linking content present in a page in a network 



Application/Control Number: 09/496,698 Page 9 

Art Unit: 2622 

with a document generated by a document creation algorithm (see Fig. 2, column 4, lines 34 
through 57, and column 10, lines 7 through 53), wherein the page is updated automatically 
without further user interaction, the system comprising a link facility for inserting a link into the 
document (column 11, line 33 through column 12, line 55), the link corresponding to a page 
having content (column 5, line 55 through column 6, line 19, and column 11, line 33 through 
column 12, line 55), a browser for retrieving the page from the network (column 4, lines 34 
through 57, and column 10, lines 7 through 53), and a production facility for translating the page 
into an image file suitable for insertion within the document (column 10, lines 54 through 
column 11, line 55, and column 18, line 62 through column 19, line 37). 

Regarding claim 21, Robertson discloses the system discussed above in claim 20, and 
further teaches that the link facility comprises means for inserting a uniform resource locator 
(URL) into the document (column 4, lines 34 through 57, column 10, lines 7 through 53, and 
column 20, line 49 through column 21, line 61), wherein the URL corresponds to the page in the 
network (column 20, line 49 through column 21, line 61). 

Regarding claim 22, Robertson discloses the system discussed above in claim 20, and 
further teaches that the page includes a web page, and the browser includes a web browser 
(column 8, line 53 through column 10, line 31), further comprising means for inserting the link 
into the document to dynamically and automatically retrieve content associated with the web 
page (column 10, lines 54 through column 11, line 55, and column 18, line 62 through column 
19, line 3). 

Regarding claim 23, Robertson discloses a computer-readable medium holding 
computer-executable instructions (column 7, line 19 through column 8, line 15) for importing a 
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page from a network and converting the page into an image file suitable for subsequent assembly 
into a document generated by a document creation algorithm (see Fig. 2, column 4, lines 34 
through 57, and column 10, lines 7 through 53), comprising translating the page into a page 
description language (PDL) file representative of the page (column 10, lines 54 through column 
11, line 55, and column 1 8, line 62 through column 19, line 3), and translating the PDL file into 
an image file representative of the page and suitable for assembly into the document generated 
by the document creation algorithm (column 18, line 62 through column 19, line 37). 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (703) 305-0146. The 
examiner can normally be reached on Monday-Friday, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Joseph R. Pokrzywa 
Examiner 
Art Unit 2622 
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